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DETAILED ACTION 

1 . This action is the first on the merit of the instant application. 

2. Claims 1-39 are pending in this action. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 and 2 rejected under 35 U.S.C. 102(b) as being anticipated by Hronek 
(US 6,564,055 B1). 

As per claim 1: Hronek discloses a remote preference unit influencing visited network 
selection by roaming units (see abstract, particularly, lines 1-21), the preference unit 
comprising: 

a detection unit for detection of roaming activity by mobile units (see abstract, 
particularly, lines 16-24; col. 5, lines 18-34). When a mobile enters a new geographic 
area (visited area/network), a detectable triggering event is generated in the network. 

a database indicative of preference networks for selection by roaming units, and 
an output unit, associated with said detection probe and said database to output 
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indications to influence network selection by said detected roaming unit (see abstract, 
particularly lines 1-24; col. 3, lines 40-61). 

As per claim 2: Hronek discloses a remote preference unit, further comprising logic for 
assigning different preference information under different conditions (see col. 6, lines 
60-64). New location, selecting of particular subscription plan and time of day are 
different conditions. 

As per claim 3: Hronek discloses a remote preference unit, wherein said conditions 
comprise time, such that different network selection preferences are sent out based on 
different times (see col. 6, lines 60-64). Hronek provides different network selection 
preferences, which can be downloaded to individual mobiles based on time of day. 
As per claim 4: Hronek teaches a remote unit (IRDB), wherein a time used to set said 
preferences is local time at a roaming location (see col. 6, lines 60-64). According to the 
prior art, time of day is dependant upon current location of a roaming mobile, hence, 
local. 

As per claim 5: Hronek discloses a remote preference unit, wherein said conditions 
comprise one of profile settings and abilities of an individual roaming handset (see col. 
3, lines 45-60). Examiner considers ability as ability of the handset to receive/download 
preferred roaming list from a remote database and roam using the same. 
As per claim 6: Hronek discloses a remote preference unit, wherein said conditions are 
based on a segment/group of users to which a current handset belongs, such that said 
preference information is applied to differently to different segments (see col. 5, lines 
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13-2). The prior art discloses that only handsets located in a relevant geographic region 
are updated. 

As per claim 7: Hronek discloses a preference unit, wherein said conditions comprise 
the proportions of roaming users currently connected to different available networks in a 
give roaming region (see col. 5, lines 58-67). 

As per claim 9: Hronek discloses a remote preference unit, wherein said output 
indications are rejection signals to roaming request attempts to respective non-preferred 
roaming networks (see col. 2, lines 47-56). 

As per claim 11: Hronek discloses a remote preference unit, wherein said indication 
comprises an up-to-date version of at least a part of said database for downloading to 
said detected mobile units (see abstract, at least lines 1-24), said mobile units thereby 
being able to consult said up to date version for network selection (see col. 2, lines 23- 
28; col. 1 1 , lines 40-47) 

As per claim 17: Hronek discloses a remote preference unit, wherein said output unit 
further comprises an association with said probe for rejecting a roaming request from a 
respective non-preferred roaming network, in association with said download of said up 
to date version (see col. 2, lines 4756). 

As per claim 39: Hronek discloses a roaming network selection influencing method for 
influencing mobile units regarding network selection when connecting in a roaming 
environment having a plurality of available networks (see abstract, at least lines 1-24), 
the method comprising: 
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probing roaming connection control signaling between said mobile telephone unit 
and mobile network infrastructure to obtain an indication that a given unit is attempting a 
roaming connection from a given roaming environment (see abstract, particularly, lines 
16-24; col. 5, lines 18-34). 

checking a database giving a preference order amongst available networks in 
said roaming environment (see abstract, lines 1024; col. 5, lines 27-42). 

If said roaming control signal indicates that said mobile telephone unit is making 
a current roaming request via a non-preferred network then controlling said connection 
control signaling to refuse a roaming request to non-preferred network (see col. 2, lines 
32-56, particularly lines 42-56), thereby to cause said mobile unit to find another 
network within said environment to reattempt a roaming request (see col. 6, lines 7-15). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 12, 13, 18-20, 22-31 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Hronek, as applied to claims 1 and 1 1 above, and further in view of 

Molne (US 5,999,822). For examination purpose, claim 18 is considered first. 

As per claim 18: Hroneck discloses a mobile infrastructure (fig. 1), comprising: 
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a connection control path (initial detection) for passing binary data for individual 
mobile telephony connections(see col. 5, lines 21-34). The connection control path is 
a control signal establishing at the time of registration between a network and a mobile 
device. 

passing/downloading binary data for updating control information at an individual 
mobile unit (see abstract; col. 5, lines 21-34). The over-the- air downloaded data 
includes application and preferred roaming list. But, Hronek does not explicitly teach 
about a card control path and an operable connection between said connection control 
route and said card control route to enable data obtained from said connection control 
route to be used to activate an update operation via said card control route, as claimed 
by applicant. The card control path and connection control path are directed to the 
connections between the mobile unit and the network (connection control path) on one 
hand, and a SIM card and the air interface of the host mobile unit (card control path) on 
the other. However, in a related field of endeavor, Molne teaches a about a mobile 
telephone for roaming, including a SIM card (see fig. 2, elements 32 and 41) wherein 
the SIM card is stored with a preferred roaming list (PRL) and is updatable either by an 
operator via over air interface or by a user via keyboard (see col. 3, lines 33-56). The 
activation/update of data in the SIM card is obviously done via the connection shown 
between the mobile station 32 and SIM card 41 , as evidenced on fig. 2. Therefore, it 
would have been obvious for one of ordinary skill in the art at the time the invention was 
made to modify the teaching of Hronek with that of Molne for the advantage of providing 
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conventional wireless service providers a flexibility to adjust roaming priorities (see col. 
3, lines 13-20). 

As per claim 12: but, Hronek does not explicitly teach about a remote preference unit 
comprising a connection to a SIM card infrastructure, through which to download said 
up to date version to said mobile units, as claimed by applicant. However, Molne, in a 
related field of endeavor, teaches the recited feature (see fig. 2; col. 2, line 65-col. 3, 
line 6). Motivation is the as provided in the rejection of claim 18 above. 
As per claim 13: Hronek teaches a preference unit, wherein said connection is 
operable to download said up to date version using SMS (see col. 1 1 , lines 15-22). 
As per claim 19: Hronek teaches a mobile infrastructure, wherein said connection 
control route is a roaming control route for controlling roaming telephony connections 
(see figs. 1 and 2; abstract; col. 5, lines 21-34). 

As per claim 20: Hronek teaches a mobile infrastructure, wherein said connection 
control route is an SS-7 based control route (see fig. 2; col. 2, lines 7-13). 
As per claim 22: Molne teaches a mobile infrastructure, wherein said update operation 
is an operation to provide a given mobile unit with up-to-date information regarding 
current roaming environment (see col. 3, lines 21-56, particularly lines 46-56). 
As per claim 23: Molne teaches a mobile infrastructure, wherein said up-to-date 
information comprises updating one of a group of SIM card network location features 
comprising a preference network (PLMSEL) file, a most recently used field (RPLMN) 
field of an LOCI file and a forbidden network (FPLMN) file (see col. 21-56, particularly 
lines 46-56; col. 8, lines 53-62). Updating a preferred roaming list stored in a SIM 
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satisfies at least one of a group of SIM card network location features as required by 
claim 23. 

As per claim 24: Molne teaches a mobile infrastructure, wherein said data obtained 
from said connection control route (air-interface) is an indication of a given mobile unit 
roaming in a given roaming environment (see col. 3, lines 46-56; col. 4, lines 36-52). 
As per claim 25: the feature of claim 25 is similar to the feature of claim 22. An 
updated, preferred roaming list (PRL) includes a plurality of selectable networks 
available in a current roaming environment, as taught by Molne (see col. 3, lines 33-56). 
Hence, claim 25 is rejected on the same ground as claim 22. 

As per claim 26: Hronek teaches a remote preference unit, further comprising logic for 
assigning different preference information under different conditions (see col. 6, lines 
60-64). New location, selecting of particular subscription plan and time of day are 
different conditions. 

As per claim 27: Hronek teaches a remote preference unit, wherein said conditions 
comprise time, such that different network selection preferences are sent out based on 
different times (see col. 6, lines 60-64). Hronek provides different network selection 
preferences, which can be downloaded to individual mobiles based on time of day. 
As per claim 28: Hronek teaches a remote unit (IRDB), wherein a time used to set said 
preferences is local time at a roaming location (see col. 6, lines 60-64). According to the 
prior art, time of day is dependant upon current location of a roaming mobile, hence, 
local. 
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As per claim 29: Hronek teaches a remote preference unit, wherein said conditions 
comprise one of profile settings and abilities of an individual roaming handset (see col. 
3, lines 45-60). Examiner considers ability as ability of the handset to receive/download 
preferred roaming list from a remote database and roam using the same. 
As per claim 30: Hronek teaches a remote preference unit, wherein said conditions are 
based on a segment/group of users to which a current handset belongs, such that said 
preference information is applied to differently to different segments (see col. 5, lines 
13-2). The prior art discloses that only handsets located in a relevant geographic region 
are updated. 

As per claim 31: Hronek teaches a remote preference unit, wherein said output 
indications are rejection signals to roaming request attempts to respective non-preferred 
roaming networks (see col. 2, lines 47-56). 

Claims 8, 21 and 32-33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the references applied to claim 18 above and further in view of Jiang 
et al. (US 2004/0087305 A1). For examination purpose, claim 32 is considered first. 
As per claim 32: the references applied to claim 18 above, do not explicitly teach about 
a mobile infrastructure, further comprising an output unit for sending a roaming rejection 
signal to anon-preferred network through which a roaming mobile telephony connection 
is being attempt, as claimed by applicant. However, in a related field of endeavor, Jiang 
teaches about a system and apparatus for redirecting wireless network traffic, wherein 
the embodiments include determining a roaming mobile initiates a registration attempt 
with a non-preferred network and causing the roaming mobile station to initiate a 
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registration attempt with a preferred network, including, if a subscriber is on a non- 
preferred network, sending an update location end message (see abstract; page 7, 
paragraphs 0109-01 10). Therefore, it would have been obvious for one of ordinary skill 
in the art at the time the invention was made to modify the teaching of Molne with the 
teaching of Jiang for the advantage of providing a network operator some control over a 
roaming subscriber handset even when a handset has initiated a registration attempt 
with a non-preferred network for any reason (see page 2, paragraph 0017). 
As per claim 33: Jiang teaches a mobile infrastructure, further comprising a preference 
unit for rejecting a request to use a non-preferred network by preventing reply signaling 
and thereby causing said request to time out (see page 7, paragraphs 0109-01 12). 
As per claim 21: Jiang teaches a mobile infrastructure, wherein said connection control 
route is a MAP based control route (page 6, paragraph 0108; page 9, paragraph 0163). 
As per claim 8: Hronek does not explicitly teach about a remote preference unit, 
wherein said output signal is a failure to reply to a roaming request in a given time, 
thereby inducing a time-out to said request, as claimed by applicant. However, in a 
related field of endeavor, Jiang teaches about a cellular network traffic redirection 
technique wherein when a roaming mobile unit attempts to register on a VPMN, the 
attempt to update location is aborted (paragraphs 0107-108). Since location 
update/registration is based on a specified time, expiration of that specified time is 
obvious from Jiang's teaching (see also page 6, paragraph 0092). Motivation is the 
same as provided in the rejection of claim 32. 
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Claims 34-36 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hronek in view of Nguyen (US 5,564,068). 

As per claim 34: Hronek discloses an updating method for updating programmable 
setting on a mobile telephone unit (see abstract, at least lines 1-24), comprising: 

outputting update information to said mobile telephone unit to update 
programmable settings thereof (see abstract, particularly, lines 1-24; col. 3, lines 40-60). 
But, Hronek does not explicitly teach about probing connection control signaling 
between a visited and home network of said mobile telephone unit, as claimed by 
applicant. However, in a related field of endeavor, Nguyen teaches about a roaming 
technique wherein a signaling link (control signaling) is provided between the home 
network and the visited network (see col. 4, lines 7-19). Therefore, it would have been 
obvious for one of ordinary skill in the art at the time the invention was made to modify 
the teaching of Hronek with that of Nguyen for the advantage of indicating a visited 
network that there is an automatic roaming agreement between the home network and 
the visited network (see col. 4, lines 11-16). Note: when these two related and pertinent 
references are combined, the outputting of the update information will be in response to 
the control exchanged between the home network and visited network. 
As per claim 35: Kronek teaches, a method wherein said update information comprises 
updated preference data ranking said available roaming network in an order of selection 
preference (see abstract, lines 1-24; col. 2, lines 22-28). Assignment of priority is 
ranking in an order of selection, and what is updated is the PRL list in a mobile unit. 
When the references are combined as discussed in the rejection of claim 1 above, the 
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modified reference will include an updating method, wherein said connection control 
signaling comprises data regarding roaming activity of said mobile unit in any one of a 
plurality of roaming environments, each roaming environment comprising a plurality of 
available roaming networks to which said mobile unit is able to make a roaming 
connection as taught by Nguyen (see col. 4, lines 7-19). 
As per claim 36: Hronek teaches an updating method, comprising said update 
information available via at least one of a group comprising binary SMS and GPRS (see 
col. 1 1 , lines 1 5-22). At least one of a group is satisfied by the provision of SMS. 

Claims 37 and 38 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the references applied to claims 34-36 above, and further in view of Molne. 
As per claim 37: the references applied to claims 34-36 above do not explicitly teach 
about making an update information available to a programmable telephone setting card 
of said mobile unit, as claimed by applicant. However, in a related field of endeavor, 
Molne teaches about updating information available to a programmable telephone 
setting card of a mobile unit (see fig. 2, elements 32 and 41 ; col. 3, lines 33-56). 
Motivation is same the as provided in the rejection of claim 12. 

As per claim 38: Molne teaches an update method, wherein said programmable phone 
setting card is a subscriber identification module (SIM) (see fig. 2, element 41; col. 3, 
lines 21-56). 
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Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
references applied to claims 1,11 and 12 above, and further in view of Martschitsch 
(US 2002/0193127 A1). 

As per claim 14: the above references (applied to claims 1,11 and 12) do not explicitly 
tech about a remote preference unit, wherein said connection is further operable to 
download an applet to said mobile unit to govern use of said up to data version, as 
claimed by applicant. However, in a related field of endeavor, Martschitsch teaches 
about a roaming mobile radio telephone (page 2, paragraph 0028) with a SIM card 
which is capable of downloading/receiving an applets, wherein the applet is used to 
process/manage displayed menu elements on the mobile device (JAVA-applets) (see 
page 2, paragraphs 0026 and 0035). Therefore, it would have been obvious for one of 
ordinary skill in the art at the time the invention was made to further modify the above 
references with the teaching of Martschitsch for the advantage of preparing and 
transmitting SMS messages in a mobile radio network (see paragraph 0002). 



Allowable Subject Matter 



Claims 10, 15 and 16 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Meless N. Zewdu whose telephone number is (571) 
272-7873. The examiner can normally be reached on 8:30 am to 5:00 pm.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Trost can be reached on (571 ) 272-7872. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Any inquiry of a general nature relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 
2600. 



Meless Zewdu 




Examiner 
08 December 2005. 



